IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PLAYBOY ENTERPRI SES, | NC., : ClVIL ACTION
Pl ai ntiff, :

V.
UNI VERSAL TEL- A- TALK, | NC.
ADULT DI SCOUNT TOYS, and

STANLEY HUBERMAN, :
Def endant s. : NO. 96- 6961

VEMORANDUM & ORDER

J.M KELLY, J. APRI L , 1999
Presently before the Court is Defendants'?! Mtion for
Reconsi deration in the above captioned nmatter. A bench trial was
hel d before the Honorable Joseph L. Mcd ynn, Jr. on Cctober 8 and
9, 1998. Judge M@ ynn issued a Menorandum of Decision on
Novenber 3, 1998 ("Menorandunmt'). Judge Mcd ynn found in favor of
Plaintiff, Playboy Enterprises, Inc. ("Playboy"), and awarded
$10,000.00 in statutory damages pursuant to 15 U S.C. § 1117(c)
(1994). Following the untinely death of Judge Mcd ynn, this
case, including the present Mtion, was transferred to ny Docket.
Def endants, Universal Tel-A-Talk, Inc. (“Universal Tel-
A-Tal k”) and Stanl ey Huberman (“Hubernman”) advance two argunents

for reconsideration of the Menorandum 1) Playboy's web site did

"While the Motion for Reconsideration is styled as
“Defendants’” notion, the clains against Adult D scount Toys were
di smi ssed by the court after trial. Consequently, the Court’s
reference to Defendants shall include Universal Tel-A-Talk and
Huber man.



not conply with 15 U.S.C. 8§ 1111, therefore Playboy is not
entitled to danmages, and 2) the evidence does not support that
Uni versal Tel-A-Talk violated 15 U. S.C. § 1116(d).

BACKGROUND

The facts were extensively set forth in the Menorandum
and need not be nore than briefly repeated here. Playboy
publ i shes Pl ayboy nmagazi ne, which has approximately 10 ml1lion
readers each nonth. Playboy mai ntains several trademarks of the
name " Pl ayboy," including for a nonthly nagazine. Playboy al so
hol ds trademarks for a rabbit head design and the term "Bunny."

I n August 1994, Pl ayboy started a web site at www. pl ayboy.com

Pl ayboy's web site included photographs and ot her contents from
Pl ayboy Magazine, as well as additional features and
advertisenents. Defendants operate a web site at ww. adul t -
sex.com As part of the operation of ww. adult-sex.comfromJuly
of 1996 through October of 1996, there was an avail abl e
subscription service known as "Playboy's Private Collection.™

Pl ayboy's Private Coll ection was | ocated at www. adul t -

sex. com pl ayboy/ nenbers. Visitors to Playboy's Private

Coll ection could send e-mail to Playboy@dult-sex.com and coul d
take a link to ww. pl ayboy.com Visitors to Playboy's Private
Col l ection could also view "hard core sexually explicit" pictures
that are identified by the term"Bunny" on a navigational bar at

t he bottom of the page.



The only finding of fact questioned in the Mtion for
reconsideration is Finding of Fact No. 21, where the court found
that Pl ayboy maintains web sites at ww. pl ayboy. com and
cyber. pl ayboy.com Upon review ng the evidence, it appears that
cyber. pl ayboy. com was not in existence at the tine that
Def endants operated the www adul t - sex. com pl ayboy website. This
factual error does not affect the Court's analysis of the Mition
for Reconsi derati on.

Dl SCUSS| ON

Mbtion for Reconsideration

Cenerally, a notion for reconsideration will only be
granted if: 1) there has been an intervening change in the
controlling law, 2) new evidence has becone avail abl e, which was
not previously available; or 3) a clear error of law or a
mani fest injustice will occur absent reconsideration. Reich v.
Conpton, 834 F. Supp. 753, 755 (E.D. Pa. 1993). A notion for
reconsi deration based upon a supposed clear error of |aw or
mani fest injustice should not be based upon what is only a
di sagreenent with the court, nor should it be used to present new
argunents which could have been nade prior to judgnent. 1d.

Al t hough Def endants have not set forth what basis they believe
justifies reconsideration, it appears that they are argui ng that

a clear error of law or a manifest injustice took place.



1. Notice Requirenent

Notice of registration of a trademark may be given by
the owner of the mark. |f the owner does not give notice of the
mark, profits and damages in an action for infringenent may be
awarded only if the defendant had actual notice of the
registration. 15 U S.C. 8§ 1111. It is undisputed that during
the time when Playboy's Private Coll ection appeared on the wwww
adul t - sex. com websi te, ww. pl ayboy.com did not contain notice of
the registration of the Playboy mark. Pl ayboy magazi ne, however,
did display notice of the trademark's registration during the
relevant tinme period and the rel evant issues of Playboy magazi ne
were adm tted into evidence.

Def endants argue that the lack of a registration notice
and the | ack of any direct evidence of their know edge of the
Pl ayboy trademark preclude an award of statutory danages under 15
US C 8§ 1117(c). Statutory damages are available for the use of
a counterfeit mark, if statutory damages are el ected by the
plaintiff. 1d. A counterfeit mark is one where the mark:

is registered on the principal register of the Patent

and Trademark O fice for such goods or services sold,

offered for sale, or distributed and that is in use,
whet her or not the person against whomrelief is sought
knew such mark was so registered.

Id. 8§ 1116(d)(21)(B)(l). The question then before the Court is

whet her counterfeiting, pursuant to 8 1117(c), is an infringenent

action requiring notice or actual know edge pursuant to 8§ 1111.



Infringenent is described in 15 U.S.C. 8 1114 and i ncl udes
counterfeiting as a formof infringenent. [d. 8§ 1114(1)(a).
Upon readi ng the various sections as a whole, the Court can
conclude only that Congress intended to construe counterfeiting
as a subset of infringenent, requiring no notice of the
registration of the mark. 1d. 8§ 1116(d)(1)(B)(l). To read the
renmedy of § 1117(c) into the notice requirenents of §8 1111 would
render 8 1116(d)(1)(B)(l) superfluous and would be contrary to
proper statutory construction. The Court is convinced that
Congress intended to recogni ze that counterfeiting, while a
subsection of infringenent, represents a greater evil than
ordinary infringenent, and thus allowed an alternative route to
damages and a | esser degree of required notice.

[l Di d Def endants Counterfeit the Playboy Mark?

Def endants' chall enge to the concl usion that they
violated 8 1116(d) is, wthout reference to cyber. pl ayboy.com
based upon their disagreenent with the factual finding that
www. pl ayboy. com was an internet version of Playboy nmagazine. In
meki ng this finding of fact, the Court was able to view
depi cti ons of ww. pl ayboy.comas it existed during the tine
period that Defendants operated Playboy's Private Collection.
The July, August, Septenber and Cctober 1996 editions of Playboy
magazi ne were also in evidence. Based upon the evidence

presented, the Court was able to nake a factual deternination



that the web site was an internet version of the nagazine.

Def endant s have presented no argunent to sustain that this
factual determ nation was a clear error of law or would lead to a
mani fest injustice in order to support their Mtion for
Reconsi der ati on.

Def endants' reliance upon Jews for Jesus v. Brodsky,

993 F. Supp. 282 (D.N.J.) aff'd, 159 F.3d 1351 (1998), is

curi ous. In Jews for Jesus, the court held that a trademark

registration for religious panphlets extended to a website where
the sane information is available. [1d. at 299-301. Wile

Def endant s enphasi zed the distinctions between Pl ayboy magazi ne
and www. pl ayboy. com these distinctions denonstrate no nore than
a disagreenent with the Court's characterization of

www. pl ayboy. com as an online version of Playboy nagazine. Jews

for Jesus supports the Court's initial decision. Consequently,
these distinctions are insufficient to succeed on a Mtion for
Reconsi der ati on.

CONCLUSI ON

Def endants have failed to denonstrate that, absent
reconsi deration of the Court's Menorandum of Deci sion of Novenber
3, 1998, clear error or a manifest injustice wll occur.

Accordi ngly, Defendants Mdtion for Reconsideration shall be

deni ed.



IN THE UNI TED STATES DI STRI CT COURT

FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PLAYBOY ENTERPRI SES, | NC., : CIVIL ACTI ON

Pl aintiff,

UNI VERSAL TEL- A- TALK, I NC.,
ADULT DI SCOUNT TOYS, and
STANLEY HUBERMAN,

Def endant s. : NO. 96-6961

ORDER

AND NOW this 26th day of April, 1999, upon
consideration of the Mdtion for Reconsideration of Defendants
Uni versal Tel-A-Talk, Inc., and the Response thereto of
Plaintiff, Playboy Enterprises, Inc., it is ORDERED that the

Mbtion for Reconsideration is DEN ED



BY THE COURT:

JAMES M3 RR KELLY, J.



